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ANNOUNCEMENT 








The completed volumes of The TRADE-MARK 
REPORTER may be had ina BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, we 
will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 

New monthly issues 
Brown Cloth, Vols. 1-5, $3.50 1.75 
Later Vols. 4.00 2.00 
Brown Buckram, Vols. 1-5, 4.00 2.00 
Later Vols. 4.50 2.50 
Half Morocco, Vols. 1-5, 5.00 2.50 
Later Vois. 6.00 3.50 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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KATCHINSKI Vv. KELLER, ET AL. 
(193 Pacific Reporter 587) 


State District Court of Appeals 
First District of California 
September 29, 1920 


1 Trape-Marks anp Trape-Names—GeocrapHicaL TERM—EVIDENCE. 

In a suit to restrain defendant from the use of the name “Phila- 
delphia” as part of its trade-name, the finding of the lower court fhat 
it had never made such use of the word is not supported by the 
evidence. 

2. ‘TrapE-Marks AND ‘TrRADE-NAMEsS—GEOGRAPHICAL ‘TERM—SECONDARY 

MEANING—APPEAL AND Error. 

The name “Philadelphia,” though primarily geographical, may 
through long use as indicating plaintiff’s business, “Philadelphia Shoe 
Company,” come to be a good trade-mark, although the evidence, how- 
ever clear and undisputed, does not warrant the Appellate Court in 
making a finding thereon, such duty devolving on the trial court. 


Appeal from Superior Court, Fresno County. From judgment 


for defendants, plaintiff appeals. Reversed. 


Norman A. Eisner, of San Francisco, for appellant. 
E. A. Williams and C. K. Bonestell, both of Fresno, for 


respondents. 


Nourse, J.: Plaintiff and appellant, doing business under the 
name and style of “Philadelphia Shoe Company,” with its principal 
place of business in San Francisco, commenced this action to restrain 


defendants from conducting the same line of business in the city 














ELEVEN TRADE-MARK REPORTER 
of Fresno under the name of “Philadelphia Shoe Store.’” Two 
‘auses of action were included in the complaint, the first based upon 
plaintiff's exclusive state ownership of the name by virtue of his 
continuous use thereof since 1881 and his registration of the trade- 
name with the secretary of state pursuant to section 3197 of the 
Political Code, and the second based on the common-law right of 
protection against unfair trade and competition. Judgment was 
given in favor of defendants, from which plaintiff has appealed on 
the ground that the evidence does not support the findings made 
by the trial court. 

The allegations of the first cause of action found to be true 
by the court are, generally, that in 1881 plaintiff commenced doing 
business as a dealer in boots and shoes in the state of California, 
with his principal place of business in the city and county of San 
Francisco, under the name of “Philadelphia Shoe Company,” and 
adopted said name as a trade-name in his said business; that ever 
since said date he has conducted and is now conducting his said 
business under said trade-name; that on the 12th day of July, 
1900, and before the filing of said trade-name by any other person, 
plaintiff filed with the secretary of state his claim to said name 
pursuant to section 3197 of the Political Code; that the name 
“Philadelphia” as adopted and used by plaintiff in connection with 
said business was and is a purely arbitrary and fanciful designa- 
tion for the purpose of identifying and distinguishing the business 
of plaintiff, and has not been used for the purpose of indicating 
a particular locality as in any way connected with the business 
or the place where the business is carried on. 

The findings of the trial court as to the first cause of action 
adverse to plaintiff are that the defendants have never at any time 
done business, nor are they now doing business, in the name and 
style of “Philadelphia Shoe Store,’ and that plaintiff has never 
demanded of defendants that they desist from using the name 
“Philadelphia Shoe Store.” That these findings are not supported 
by the evidence is too plain to be questioned, and this apparently 
is conceded by counsel for respondents, as they have made no 
attempt in their brief to sustain the findings. At the trial the 


. 
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defendants offered no evidence on any branch of the case. The 
evidence produced by plaintiff showed conclusively that defendants 
for a long time prior to the time of the commencement of the 
action had been doing business in the city of Fresno under the 
name of “Philadelphia Shoe Store”; that their checks were signed 
in that manner; that their stationery contained the same designa- 
tion, and it is argued that their certificate of copartnership under 
which they were doing business carried the name “Philadelphia 
Shoe Store.” There was not a particle of evidence controverting 
this showing, and, in fact, the court found in relation to the second 
cause of action “that defendants are copartners doing business in 
the city of Fresno, county of Fresno, state of California, under the 
name and style of Philadelphia “Shoe Store.” As to the finding 
with reference to plaintiff's demand of defendants that they desist 
from using the name “Philadelphia Shoe Store,’ the only evidence 
of any nature upon this branch of the case was to the effect that 
such demand had been made. Furthermore, demand was admitted 
by defendants’ failure to deny the allegations of the complaint relat- 
ing thereto. 

As to the second cause of action, the court found that the 
defendants were copartners doing business in the city of Fresno 
under the name and style of “Philadelphia Shoe Store,” and fol- 
lowed this immediately with a finding that they were not doing 
so. The evidence upon which this latter finding is based being the 
same as that hereinbefore referred to in relation to the first cause 
of action, the error of the finding is apparent. 

Objection is also made to other findings of the trial court 
relating to the second cause of action, but it will serve no purpose 
to discuss them here, inasmuch as from what has heretofore been 
said it is apparent the judgment must be reversed, and it is unlikely 
that the same error will again occur. 

Respondents rest their case on this appeal upon the argument 
that the word “Philadelphia,” being a geographical name, is one 
which cannot be exclusively appropriated by plaintiff. The argu- 
ment is unsound. The allegations of the complaint, the evidence 


offered at the trial, and the finding of the trial court all show that 
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the word “Philadelphia” was used by both parties as a purely 


arbitrary and fanciful name for the purpose of distinguishing and 


identifying the business, and not in any way in a geographical 
sense. When a geographical name is not used in a geographical 
sense, but is used in a fictitious sense merely to indicate ownership, 
independent of location, it may be a good trade-mark or trade- 
name. Drake Medicine Co. v. Glessner, 68 Ohio St. 337, 67 N. E. 
722, 727; Sanders v. Utt, 16 Mo. App. 322, 326. 

Appellant insists that this court should direct judgment in 
his favor because the evidence upon which the adverse findings are 
based is so clear and undisputed that the findings must be disre- 
garded as nugatory. It is true that as to the finding of failure to 
make demand, the allegations of plaintiff's complaint were admitted 
by the failure of defendants to deny them, and the adverse finding 
should be disregarded. But as to the use of the name “Phila- 
delphia Shoe Store” the admissions in the pleadings are not sufficient 
to relieve the court of a finding upon that issue. The evidence is 
clear and undisputed, but this does not warrant this court in making 
a finding thereon. That duty rests solely with the trial court. It 
is argued that counsel for defendants admitted during the course of 
the trial that they were doing business under that name, and a 
portion of the record is quoted in appellant’s brief to support that 
argument. Reference to the record discloses that the admission 
made by counsel for defendants did not go to the extent claimed 
by appellant. During the course of the trial plaintiff offered in 
evidence the certificate of copartnership of defendants as indicat- 
ing that they were doing business under the name of “Philadelphia 
Shoe Store.” The court asked if it would be admitted, and counsel 
for defendants answered in the affirmative. It was then stated by 
plaintiff’s counsel: 

“They admit now that they are doing business now under the name of 
Philadelphia Shoe Store.” 
To which counsel for defendants replied: 


“The admission is in the record. We are not making any admission 
now. Your allegation in the complaint is not denied.” 
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To which counsel for plaintiff replied: 

“I understood you did deny it. You allege in your answer that you 
are not doing business under the name of Philadelphia Shoe Store, ‘but 
under the name of Philadelphia Shoe Store of Fresno. I am offering this 
to prove that you are doing business without any appendage to it, but 
just Philadelphia Shoe Store. If you make an admission to that effect, 
I don’t need to make proof; if it is not, I will prove it. I will offer the 
certificate.” 

To which defendants made no objection and stipulated that 
the certificate be read. It is not made a part of the record, and 
it is now impossible to determine its contents. Upon this state 
of the record the court cannot say that the admission was so clear 
and definite as to relieve the court of making any finding thereon. 

For the reasons given, the judgment is reversed. 


Lanapon, P. J., and Brittain, J., concur. 





Witiys-OverRLAND ComMpaANyY v. AKRON-OVERLAND TIRE 
Company, Inc. 
(268 Fed. Rep. 151) 


United States District Court, District of Delaware 
August 2, 1920 


1. Trape-Marks AnD TrapE-NAMES—ELEMENT “OVERLAND IN CorPORATE 

NAME—CONFUSION. 

The adoption and use by defendant as a part of its corporate 
name of the word “Overland,” for many years a conspicuous feature 
of plaintiff's name, although applied to different goods, is calculated 
to deceive the public into believing that defendant is connected with 
the plaintiff, and that the products and capital-stock of the parties 
have a common origin; such use is fraudulent and should be enjoined. 

2. Trape-Marks ano Trape-Names—Uwnrair CompetitioN—DEeEception- 

Non-MANUPFACTURE. 

In order to prove unfair competition, it is not necessary to 
show that anyone has actually been deceived, a reasonable probability 
of deception being sufficient; nor is the fact that defendant is no 
longer engaged in the manufacture of tires a bar to the relief sought. 


In Equity. On motion for preliminary injunction. Granted. 


Andrew C. Gray, of Wilmington, Del., and Robert G. Thach, 
of New York City, for plaintiff. 
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John R. Nicholson, of Wilmington, Del., and Nathan Vidaver, 
of New York City, for defendant. 


Morris, District Judge: The plaintiff, the Willys-Overland 
Company, an Ohio corporation, by its bill of complaint charges the 
defendant, Akron-Overland Tire Company, Inc., a Delaware cor- 
poration, with a wrongful and unfair use of the word “Overland” 
and now moves for a preliminary injunction restraining and enjoin- 
ing the defendant from using that word as the whole or as a part 
of its corporate name, from listing its capital stock upon the New 
York curb market, or any other association or exchange where 
listed stocks and securities are dealt in, under any name containing 
the word “Overland,” and from designating its tires, or other auto- 
mobile accessory made or sold by it, by the word “Overland,” or by 
any combination of words containing that name. 

The plaintiff obtained its charter in 1912. It thereupon 
acquired the entire business, assets, trade-mark, trade-name, and 
good-will of Willys-Overland Company, a corporation, which in 
its turn had acquired the like rights and property of the Overland 
Automobile Company, an Indiana corporation. The last-named 
company manufactured and sold automobiles. It began business 
in 1907. During all of the intervening period of 13 years the 
plaintiff and its predecessors have sold their products under the 
name “Overland” throughout the United States. This name was, 
in 1909, registered in the United States Patent Office as a irade- 
mark for automobiles by the Overland Automobile Company. The 
word “Overland” appears upon the products of the _ plaintiff. 
Advertisements of the plaintiff appearing in newspapers, periodicals, 
and upon billboards and electric signs throughout the United States 
have given special prominence to “Overland.” Companies affiliated 
with the plaintiff include that word in their corporate names, as do 
also, with the consent of the plaintiff, many companies dealing 
exclusively in the products of the plaintiff. The products of the 
plaintiff have long been widely and favorably known to the public 
by the name “Overland.”’ 


Consequently, a corporation other than the plaintiff, engaged 
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in the manufacture or sale of automobiles, their parts or accessories, 
and using the word “Overland” as a part of its name, or marking 
such articles “Overland,” thereby suggests to the public that it is 
the plaintiff, or is connected therewith, and that its product is 
made by or for the plaintiff. Such deception would unquestionably 
enable the corporation engaging therein to pass off at least a 
portion of its product and capital stock as the product and capital 
stock of the plaintiff. The capital stock of the plaintiff is widely 
bought and sold by the general public. The plaintiff and its 
predecessors, operating under corporate names embodying the word 
by which their products were and are known, have built up and 
established for the plaintiff a reputation for financial responsibility 
and fair dealing, and have led the public to expect a certain 
standard of quality in its products. 

The business of the defendant is that of rebuilding or retread- 
ing automobile tires and selling the same. It was organized in 
October, 1919, under the name of Akron Tire Company, Ine. In 
January, 1920, by amendment of its charter, it changed its name 
to Akron-Overland Tire Company, Inc. The circumstances sur 
rounding the change of name are instructive. The Overland Tire 
Company, a New Jersey corporation, was engaged in the same 
business as the defendant. The plaintiff objected to the use of 
“Overland” in the corporate name of that company, and requested 
that that word be eliminated therefrom. After conferences and 
correspondence between representatives of the two corporations, 
‘ounsel for the Overland Tire Company agreed to recommend that 
the request of the plaintiff be complied with, upon condition that 
the plaintiff share pro rata in the expense thereof, to which condi- 
tion the plaintiff assented. But the elimination was not made. On 
the contrary, another course was pursued. The plaintiff soon there- 
after received from the attorney representing the Overland Tire 
Company a letter reading in part as follows: 


“With reference to the above corporation [Overland Tire Company], 
[ am informed to-day that it has just been acquired by Akron Tire Com 
anv, a corporation of the state of Delaware. I also am _ informed 
that Akron Tire Company preposes to consolidate or merge the two 
corporations, and will change its name to Akron-Overland Tire Company, 
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at least for the present. The Overland Tire Company had determined to 
change its name, but the present owners decided to proceed under the 
new name as stated above. Neither * nor the writer represent the 
\kron Company in any capacity, which, it is understood, is represented by 


The defendant acquired the business, property, and rights of 
the Overland Tire Company, and immediately changed the name 
of the former to Akron-Overland Tire Company, Inc., as above 
stated. Four of the seven directors of the defendant were directors 
of the Overland Tire Company; it having five directors. The 
president and secretary of the defendant were president and secre- 
tary, respectively, of the Overland Tire Company. The business 
of the defendant is not so unrelated to that of the plaintiff as to 
prevent injury to the latter if confusion results from the action of 
the former. That the name of the defendant is conducive to con- 
fusion there can be no doubt on the evidence. ‘The Detroit Free 
Press published July 28, 1919, on its financial page, an item con- 
taining these statements: 

“Stock of the Overland Tire Company will shortly be sold on the New 
York curb. This is the company in which John N. Willys [the president 
of the plaintiff] is said to be the controlling factor.” 

A letter to John N. Willys says: 

“* * *T was under the impression, when I had purchased tires from 
the Overland Tire Company, that that firm and yours was one.” 

Indeed Burrill Ruskay, the treasurer and a director of the 
defendant company, seems to have recognized the likelihood of 
confusion, for in his affidavit, filed on behalf of the defendant, he 
says: 

“That on or about the first part of June, 1919, my attention was called 
to the fact that the Overland Tire Company of New Jersey was in need 
of additional capital in order to expand its business. That after negotia- 
tions had progressed, and when about to sign a definite agreement to 
undertake the sale of the stock of the Overland Tire Company, I pointed 
out the possibilities of an objection being raised by the Willys-Overland 
Company to the name Overland.” 

Later in his affidavit Mr. Ruskay admits by necessary implica- 
tion that actual confusion has resulted. He states: 


“To my personal knowledge and belief, the similarity in names 
harms the Overland Tire Company, in view of the stock market antics of 
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the stock of the Willys-Overland Company, and also the criticism that 
have been brought to our attention of the products of that company.” 

If an illustration be needed that the confusion was not 
eliminated by the prefix ‘‘Akron,” it is found in the above quotation 
from the affidavit of Mr. Ruskay. He there refers to the defendant 
as “Overland Tire Company.” If an officer of the defendant so 
designates the defendant in an affidavit, a like designation by that 
part of the public purchasing tires and capital stock should not be 
characterized as unreasonably careless. Again, one of the corpora- 
tions engaged in selling the plaintiff's products has, with the con- 
sent of the plaintiff, the corporate title “Overland-Akron Motor 
Part Company.” In Celluloid Manufg. Co. v. Cellonite Manufgq. 
Co. (C. C.) 82 Fed. 94, Mr. Justice Bradley, referring to the 
defendant’s name, said: 


“It is not identical with the complainant’s name. That would be too 
gross an invasion of the complainant’s right. Similarity, not identity, is 
the usual recourse, when one party seeks to benefit himself by the good 
name of another.” 

Philadelphia Trust, 8S. D. & I. Co. vy. Philadelphia Trust Co. 
C. C.) 123 Fed. 534, 541, is to the same effect. 

There is some prima-facie conflict in the evidence upon the 
point whether the confusion results in injury to the plaintiff or to 
the defendant. Numerous affidavits filed on behalf of the plaintiff 
assert that the plaintiff is injured by the confusion. Some affiants 
for the defendant, including Mr. Ruskay, as appears from the last- 
quoted portion of his affidavit, say the detriment resulting from 
the confusion falls upon the defendant. Such deponents, when 
so stating, apparently overlook the force of the fact that the 
defendant voluntarily and deliberately adopted “Overland” as a 
part of its corporate name, long after the word had acquired a 
secondary significance in the automobile industry, and after its 
potency for benefit or injury had become well known. Conflicting 
testimony of that character is not of the kind required to prevent 
x decree for a preliminary injunction, 

The defendant must have had some reason for adopting ““Over- 


land” as a part of its corporate name. What was the reason? It 
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is not a family name, a geographical name, or a descriptive name. 
The cause and the only cause advanced for its use by the defendant 
is found in the affidavit of its president, who says: 

“The use of the word ‘Overland’ in the corporate name was not com- 
menced with a view to defrauding or deceiving any person, or for the 
purpose of hindering or embarrassing the complainant in its lawful busi- 
ness; but the word was deemed peculiarly adaptable to tires which are 
essentially the part of an automobile which goes ‘over the land.’ ” 

Such an excuse calls for no comment. Yet the defendant 
incongruously points out that it does not sell its tires as Overland 
tires, but designates them by a name having no resemblance to the 
word in question. Why the name that was deemed by the defendant 
to be “peculiarly adaptable to tires which are essentially the part 
of an automobile which goes over the land” was not used for its 
tires, but was used as a part of its corporate title, is left to sur- 
mise. It seems to me that a remark of Lord Macnaughten in Redd- 
away v. Banham, L. R. (1896) A. C. 199, 221, is peculiarly 
applicable to this situation. He said: 

“But fraud is infinite in variety; sometimes it is audacious and unblush- 
ing; sometimes it pays a sort of homage to virtue, and then it is modest 
and retiring; it would be honesty itself if it could only afford it. But 


fraud is fraud all the same; and it is the fraud, not the manner of it, 
which calls for the interposition of the court.” 


In my opinion it appears from the evidence that the defendant 
is using “Overland” in its corporate title unfairly and to the detri- 
ment of the plaintiff. 

That the use by a defendant in its name of a word, of the 
kind in question, calculated to lead the public to believe its goods 
are the goods of the plaintiff, may be enjoined is well settled. 
Bissell Chilled Plow Works v. T. M. Bissell Plow Co. (C. C.) 
121 Fed. 357, 365; Selchow v. Chaffee & Selchow Mfq. Co. 
(C. C.) 182 Fed. 996, 1000; EKastman Company v. Kodak Cycle 
Co., 15 R. P. C. 105; Premier Cycle Company v. Premier Tube 
Company, 12 Times Law Reports, 481. It is not essential for the 
evidence to show that any particular person has actually been mis- 
led. Bickmore Gall Cure Co. v. Karns, 134 Fed. 835, 67 C. C. A. 
139; T. 4. Vulcan v. Myers, 139 N. Y. 364, 34 N. E. 904. The 
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fact that the plaintiff is not now engaged in the manufacture of 
tires is not a bar to the relief sought. Eastman Co. v. Kodak Cycle 
Co., supra; British-dmerican Tobacco Co. v. British-American Cigar 


Stores Co., 211 Fed. 933, 128 C. C. A. 431, Ann. Cas. 1915B, 362, 


2 


3. T. M. Rep. 230; Dunlop Pneumatic Tyre Company v. Dunlop- 
Truffault Cycle & Tube Mfg. Co., 12 Times Law Reports, 434; 
Metropolitan Tel. & Tel. Co. v. Metropolitan Tel. §& Tel. Co., 156 
App. Div. 577, 141 N. Y. Supp. 598, [3 T. M. Rep. 221]. 

I am satisfied from the pleadings, affidavits, and exhibits that 
the motion of the plaintiff for a preliminary injunction should be 


granted. A decree in conformity herewith may be submitted. 


Eur Linty & Co. v. Wittiam R. Warner & Co. 
(268 Fed. Rep. 156) 


United States District Court, Eastern District of Pennsylvania 
September 29, 1920 


1. ‘TrRapE-Marks AND ‘TraveE-NaAmMEs—UwnNraink Competirion—-Use ot 

FORMULA. 

Where defendant came honestly by the use of a formula employ- 
ing common ingredients, it has an equal right thereto with the plaintiff 
and cannot be enjoined therefrom. 

2. Uwnrair Comperirion—Use or FiavorinG INGREDIENT. 

The use of cocoa as a flavoring ingredient in medicinal prepara- 
tions cannot be monopolized by plaintiff as such use is necessary and 
open to anyone, and the defendant should not be restrained therefrom. 

3. Unrarr Competition—SIMiLariry tN Terms—Descriptive Worps. 

The use by plaintiff of the word “Coco-Quinine” to designate a 
product, composed mainly of cocoa and quinine, will not prevent the 
use by defendant of the words “Quin-Coco” to distinguish a similar 
preparation, inasmuch as both words are merely descriptive and com- 
mon to the trade. 

1. Uwnrar Competition—“Passinc Orr’—”Quin-Coco” and “Coco- 

QUININE.” 

The fact that defendant made its product “Quin-Coco” from the 
same ingredients used in “Coco-Quinine,” advertised it as possessing 
the same therapeutic value and sold it as a substitute therefor, does 
not amount to “passing off,’ so long as defendant and its salesmen 
made no effort to have it sold actually as “Coco-Quinine.” 


In equity. Action to restrain unfair competition. Bill dis- 


missed. 
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E. W. Bradford, of Washington, D. C., for plaintiff. 
Francis Rowle and Joseph Henderson, both of Philadelphia, 


Pa., for defendant. 


Tuompson, District Judge.: The plaintiff is a corporation 
engaged, at Indianapolis, Ind., in the manufacture and sale of 
pharmaceutical and chemical products. It employs a large staff 
of traveling sales agents in selling its product to druggists and 
physicians throughout the United States. In 1899 it commenced 
the manufacture and sale of a liquid preparation known as “Coco- 
Quinine.” It contains quinine as its therapeutic agent, and is 
designed for the administration of quinine sulphate in cases where 
the liquid form is preferred to capsules or pills. Yerba santa 
is used in the compound to disguise the bitterness of the quinine, 
and chocolate syrup is used for a coloring and flavoring medium. 
The formula is not patented, and the preparation is not the subject 
of a registered trade-mark. It is put up in bottles with a label, 
with the word “Lilly” in red script on a green background. The 
plaintiff, through its sales agents, was successful in introducing it 
and establishing extensive sale for it among pharmacists and dis- 
pensing physicians; that is, those who do not prescribe for their 
patients, but supply medicine from their own stock. The sales by 
druggists were upon physicians’ prescriptions and to customers who 
inquired for chocolate-quinine or Coco-Quinine. 

The defendant is a Pennsylvania corporation, organized in 
1908 to take over the long-established business of William R. 
Warner & Co., pharmaceutical and chemical manufacturers, and is 
chiefly owned and managed by Mr. Henry Pfeiffer, Mr. Gustavus 
A. Pfeiffer, and Mr. G. D. Merner, through holdings of its stock, 
and they are also the owners of the Pfeiffer Chemical Company and 
Searle & Hereth Company. For the purposes of this suit, the 
united control and the close union in business of these three com- 
panies is not disputed. 

In 1906 the Pfeiffer Chemical Company put upon the market a 
product known as “Quin-Coco.” This product is practically 


identical with the plaintiff's Coco-Quinine. It consists of quinine 
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with yerba santa, vanillin, saccharin, and cocoa, with a syrup base. 
Since the organization of the defendant company in 1908 Quin- 
Coco has been manufactured by the Searle & Hereth Company and 
distributed solely by the defendant, the Warner Company. 

The defendant has since its organization, through its sales 
agents, distributed and sold Quin-Coco as a substitute for Coco- 
Quinine. It has not attempted to sell it as Coco-Quinine, but has 
offered it and solicited orders for it from druggists as a substitute 
for Coco-Quinine and identical to it in therapeutic value. It is 
not established, nor is it claimed, that it is known to consumers 
as a product of Eli Lilly & Co. The use of chocolate to disguise 
quinine in tablet and lozenge form, and the use of yerba santa in 
the compound to disguise the bitterness of the quinine, was not 
new when the plaintiff made its preparation in liquid form, nor 
was the plaintiff the first discoverer of the use of chocolate for 
disguising quinine in liquid form. First in tablets or lozenges, and 
later in liquid form, the combination was known long prior to the 
manufacture of the plaintiff's preparation. 

The plaintiff’s bill is based upon the ground that it originated 
the product, and distinguished and identified it as its product, by 
the color and flavor of chocolate, which is not essential to its 
therapeutic value; the chocolate being used for the sole purpose 
of making the remedy known by color and taste. It claims that 
chocolate is but one of many ingredients which could be used for 
this purpose, but by no means the sole medium. It claims that Coco- 
Quinine was the first successful preparation commercially known to 
physicians and druggists; that by legitimate business methods the 
plaintiff made it a distinctive and desired product throughout the 
United States, and won for it a high reputation with physicians, 
druggists, and the public in general; that into the market created 
by the plaintiff at great expense and effort the defendant introduced 
Quin-Coco, by selling in that market a counterfeit of Coco-Quinine 
under a name resembling that used by the plaintiff for its genuine 
article; that the defendant’s product was sold as a substitute for 
plaintiff's by unfair and dishonest means, supplying the counterfeit 


where the genuine was desired and called for, with the result that 
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in numerous instances druggists filled prescriptions calling for 
Coco-Quinine with Quin-Coco, and sold Quin-Coco when they 
knew Coco-Quinine was desired. It is claimed that by these alleged 
deceptive and dishonest means the defendant acquired trade which 
had been built up by the efforts and at the expense of the plaintiff. 

The plaintiff seeks an injunction restraining the defendant 
from the further manufacture and sale of a liquid preparation in 
the administration of quinine, or quinine in liquid form, colored or 
flavored with cocoa. It further seeks an injunction restraining the 
defendant from the use of the name “Quin-Coco” as a name desig- 
nating such product, on the ground that it is a mere reversal of the 
words comprising the name long used by the plaintiff for designat- 
ing its product “Coco-Quinine.” 

The effect of issuing an injunction would be to grant the 
plaintiff a monopoly, perpetual in effect, of the right to manufacture 
and sell a liquid preparation containing quinine, with its bitter- 
ness disguised by the use of yerba santa, or some similar agent, 
if any exist, in combination with cocoa, which is chocolate less its 
fatty components, and which gives the preparation a distinctive 
color and flavor. The defendant contends that it can lawfully 
make and sell a substitute for any medicinal preparation, provided 
it does not do anything which would constitute “‘passing off” its 
product for that of another. The plaintiff, while conceding that it 
has no exclusive right to the formula unless patented, and conceding 
further that it has no trade-mark, and that the defendant has not 
attempted to simulate the label upon its package, contends that 
because of the circumstance that, after its formula for a liquid 
preparation of quinine and yerba santa was satisfactorily worked 
out, it adopted the use of chocolate, so as to give the preparation 
a distinctive color and flavor, which would identify it as the 
plaintiff's product, the public was, through unfair means, deceived 


through the defendant’s imitation containing the same color and 
flavor. 


The plaintiff cites the case of Coca-Cola Co. v. Gay-Ola Co., 
200 Fed. 720, 119 C. C. A. 164 (3 T. M. Rep. 1), and the 
authorities on which that decision is based, to sustain its position 





PY 





ELI LILLY & CO. V. WILLIAM R. WARNER & CO. 15 


that the defendant may not use chocolate or cocoa for coloring 
the product because the plaintiff has used it to give its product 
a distinctive color and flavor. This contention, if the facts were 
such as to show acts on the part of the defendant to induce dealers 
to deceive the consumer into believing that it was getting the 
plaintiff's product, would have support in the Gay-Ola case, if 
the function of the chocolate were merely to give a distinctive 
color. The Gay-Ola product was colored by the use of caramel, 
and as stated by the court: 


“There is here no claim that caramel serves any other purpose in 
either compound, except merely to give color, and saying that it is one of 
the ‘component elements,’ as one of the witnesses does, is saying nothing 
more. It follows that the adoption, not only of caramel, but of the selected 
amount of caramel, was for the main and primary purpose of making 
the two articles look just alike. In this connection it appears that there 
is a great variety of coloring materials open to the use of any manu- 
facturer, and selections from which are used by other manufacturers.” 


The plaintiff, however, must go further than debarring the 
defendant from the use of chocolate as coloring matter. It is 
alleged in the bill, and proved in the case, and is a matter of com- 
mon knowledge, which perhaps requires no proof, that the flavor 
of chocolate is obtainable from no other substance. The plaintiff 
must therefore debar the defendant, not only from the use of the 
color, but from the use of the flavor of chocolate. In support of 
this proposition, the plaintiff has not cited any authorities, and I 
think the obvious reason is that there are none, to the effect that 
favors, and particularly such a distinctive flavor as chocolate, may, 
because adopted by the plaintiff, be monopolized. While the 
plaintiff has shown that other liquid preparations of quinine, with 
the bitterness disguised and flavor added, may be made, it has not 
shown that the chocolate flavor may be obtained by any other 
means than by the use of chocolate, or that chocolate flavor may 
be used without producing the chocolate color in the liquid. While 
the distinctive flavor of chocolate is a matter of common knowledge, 
it is equally a matter of common knowledge that it is a flavor which 
appeals to the palate and taste of people almost universally. 


The plaintiff is confronted at first with this proposition: That 
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it has no exclusive right to the use of its formula. Its only right 
is to prevent any one from obtaining or using it through a breach 
of trust or contract, and any one that came honestly to the knowledge 
of it could use it without the plaintiff's permission and against 
its will. Chadwick v. Covell, 151 Mass. 190, 23 N. E. 1068, 6 
L. R. A. 839, 21 Am. St. Rep. 442. The ingredients of which its 
product was composed are of such common everyday use that the 
plaintiff cannot be held to have the right to prevent others from 
using the same combination as used by it, and the preparation may 
be used and manufactured by any one who in good faith acquires 
knowledge of its composition, and such person may publish the 
fact that he has made it in accordance with the original formula. 
Hostetter v. Fries (C. C.) 17 Fed. 620. 

Upon the right of the plaintiff to appropriate, through its 
appropriation of the color, the flavor of chocolate, the case of 
Wrigley & Co. v. Grove Co., 183 Fed. 99, 105 C. C. A. 391, is 
in point. The court said in that case: 


“The right to make and sell chewing gum out of ingredients not 
deleterious to health, and to flavor it with wintergreen, vanilla, strawberry, 
pineapple, spearmint, or any other flavoring material, is inherent in every 
citizen, whether a corporation or an individual. Having a right to make 
and sell gum, it follows, as a necessary corollary, that he has the right 
to describe it. The flavor is a very important factor, regarding which the 
public desires to be informed, and which the seller has a clear right to 
communicate, if, indeed, he is not under obligation to do so. If his gum 
be flavored with spearmint, for instance, he cannot inform the public of 
this without using the word ‘Spearmint, and to deprive him of that 
privilege is to interfere with his rights. ‘Spearmint’ is a descriptive term 
as applied to chewing gum, and no one can deprive a manufacturer of its 
use or appropriate it as a trade-mark.” 


While that case was upon the question of the right to appro- 
priate the word “Spearmint” as a trade-mark, it being the name 
of a well-known flavor, the denial of the right is based upon the 
right of any manufacturer to flavor his product with whatever 
flavoring material he desires. To the same effect is Larson, Jr., 
Co. v. Lamont, Corliss & Co., 257 Fed. 168 C. C. A. 354 (9 T. M. 
Rep. 327), where the question was the right to the exclusive use 
of the word “Pep-O-Mint,” which was denied upon the ground that 


it was the mere indication of a flavor, the use of which was open 
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to the public generally. It follows, therefore, that the right of 
the defendant to use chocolate flavor carries with it a right to use 
that color, unless it should appear, which it does not, that the 
favor could be used without the color. 

The effect of the plaintiff's contention would be that the 
consumer who asks for chocolate quinine, cocoa and quinine, or 
quinine flavored with cocoa or chocolate, cannot have his remedy 
with the desired flavor, unless he purchases the plaintiff's Coco- 
Quinine, because one of the incidents of the flavor is that it carries 
with it a color in which the plaintiff has a monopoly to indicate 
the derivation of its product. If, conceding that the chocolate 
has no therapeutic value, although it is contended by the defendant 
that it has a peculiar value as a physical mixer for the quinine, 
there can be no exclusive use of the flavor, it follows that the 
plaintiff cannot acquire an exclusive use of it because of the incident 
of color under the claim that that marks the derivation of its product. 

We come now to the right of the defendant to use the name 
“Quin-Coco,” as affected by its similarity to that of the plaintiff's 
product “Coco-Quinine.” It is too well settled to require citation 
of authorities that a mere descriptive name cannot be monopolized. 
What the plaintiff has for sale is a mixture of quinine and choco- 
late or cocoa, and the name discloses that fact. It does nothing 
more. It is not an arbitrary name, disclosing the derivation of the 
product from the plaintiff, and the defendant, therefore, has the 
right to use a combination indicating the same facts in relation to 
its product by use of the name “Quin-Coco.” The combination of 
quinine and chocolate was known in the books and catalogues under 
various names containing the same significance for years before 
the plaintiff adopted its name, and there is proof in the case of a 
number of products bearing names indicating the use of the same 
materials in pharmaceutical preparations for the past 10 vears. 

The plaintiff does not contend, and there is no evidence to 
show, any direct “passing off’’ of the defendant’s product for that 
of the plaintiff. The plaintiff contends that the evidence shows 
that the defendant’s agents, in selling Quin-Coco as a substitute 


for Coco-Quinine, used unfair selling methods, in suggesting to 
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druggists that, because of the similarity of the products in thera- 
peutic value and appearance, it could be passed off by the druggist 
to the consumer who asked for Coco-Quinine, and could also be 
substituted by the druggists in prescriptions which called for Coco- 
Quinine, thus by suggestion inducing the druggist to pass off Quin- 
Coco for Coco-Quinine; and it is contended that there is sufficient 
evidence to establish the fact that druggists have, through these 
suggestions of defendant’s salesmen, actually passed it off upon 
the public and physicians. The evidence upon this point has been 
carefully examined. 

In a charge of this nature, the testimony should be direct, 
clear and positive. But the testimony in most of instances consists 
rather of impressions of the witnesses as to what the defendant's 
salesmen meant than of statements of what they said. The answers 
of the witnesses upon the point of suggestions by defendant’s sales- 
men of passing off were in many instances produced through objec- 
tionably leading questions. In substantially every instance in which 
unfair selling methods were attributed by the witnesses to the 
defendant’s salesmen, the salesmen, upon being called, denied 
having made any such suggestions. 

The plaintiff has failed to establish the fact that the general 
officers or sales managers of the defendant authorized, advised, 
encouraged, or suggested the alleged unfair selling methods on the 
part of its salesmen. That Coco-Quinine and Quin-Coco were sub- 
stantially identical products; that Quin-Coco could be purchased 
at a saving upon the price of Coco-Quinine; that it could be 
placed upon the market as a substitute for Coco-Quinine—were all 
matters which under the law the defendant had a right to represent 
to its customers. In view of the fact, which I find established 
under the evidence, that no officer or sales manager of the defendant 
authorized or instructed the salesmen in unfair selling methods, in 
view of the unsatisfactory testimony upon which unfair selling 
methods of the salesmen is charged, and in view of the positive 





denials of any such acts on the part of the salesmen, it is concluded 
that the plaintiff has failed to establish its right to a decree based 
upon unfair selling methods. 
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It is held that the defendant had a lawful right to reproduce 
the plaintiff's preparation, to tell the plaintiff's customers that it 
was essentially the same as the plaintiff's product in composition 
and therapeutic effects, and to sell it as a substitute for the 
plaintiff's product. Sazlehner v. Wagner, 216 U. S. 375, 30 Sup. 
Ct. 298, 54 L. Ed. 525; De Long Hook & Eye Co. v. American Pin 
Co. (D. C.) 200 Fed. 66 (3 T. M. Rep. 36); Viavi Co. v. Vimedia 
Co., 245 Fed. 289, 157 C. C. A. 481 (7 T. M. Rep. 609); Singer 
Mfg. Co. v. Loog, L. R. S. Appeal Cases, 15; Singer Mfg. Co. v 
June Mfg. Co., 163 U. S. 169, 16 Sup. Ct. 1002, 41 I., Ed. 118. 
The plaintiff has no exclusive right in the color and flavor inevitably 
following the use of cocoa or chocolate, which the defendant had 
a right to combine with quinine in a pharmaceutical preparation. 
The defendant had a lawful right to call its preparation “Quin- 
Coco,’ which is a descriptive name of the same effect as “‘Coco- 
Quinine.” The plaintiff has not established unfair selling methods 
on the part of the defendant.. 

It follows that the bill should be dismissed, with costs to the 


defendant; and it is so ordered. 





JoHN Harvey KELLOGG, ET AL. v. KELLoGG Toastep Corn FLAKE 


Co., ET AL. 
Supreme Court of Michigan 
December 21, 1920 


1. Uwnratr Competition—Use or Famiry NamMe—AcQuiesceE NCE—EstToppet. 
Where plaintiff, engaged in the manufacture of certain cereal 
products with his brother, the defendant, as managing partner, 
acquiesced for several years in the use of the latter’s facsimile signa- 
ture on the package, and later sold to the defendant his interest in 
the business and engaged in a similar business, without reserving any 
right to the use of his name therein, he is thereby estopped from any 
claim to the exclusive use of the said name or from claiming any 
damages resulting from its use by defendant. 
2. Unrarr Competition—Trave-NamMe—ConTractvuaL Ricuts In-Beartne 
oF Decision 1N Opposition PRrocEEDINGs. 
In the case at issue, where plaintiff has by contract, conveyed to 
defendant the right to the use of their common name as a trade-name, 
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reserving to himself only a restricted right therein, he forfeits all 
claim to its exclusive use. The fact that plaintiff opposed the regis- 
tration by defendant of the name “Kellogg’s” in the Patent Office, 
and the opposition was sustained by the Court of Appeals, but with- 
out final judgment on its merits, has no bearing on the case at issue. 
Unrair Competition—Trave-Mark—Ricut to Use AssiGNMENT 

MEANING AND Errect or ContTRACT. 

The granting by defendant to plaintiff by contract of the right 
to use the trade-name “Kellogg Food Company” and other trade- 
names, containing the surname Kellogg, does not convey any right to 
use the trade-mark “Kellogg’s,” registered by the former, nor license 
him to trail his products under such mark; and _ such license, if 
granted, would have been unlawful. 


In equity. Appeal from decision of the Michigan Circuit 
Court, Calhoun County, rendered July 27, 1917. (See aie 
Rep., page 514.) Affirmed. 


Fred L. Chappell, of Kalamazoo, Michigan, and Ira Beck, 
of Battle Creek, Michigan, for the plaintiffs. 

W. H.C. Clarke, of New York City, and John IV. Bailey, of 
Battle Creek, Michigan, for the defendants. 


Stone, J.: The bill of complaint herein was filed by Dr. 


John H. Kellogg, head of the Battle Creek Sanitarium, and by the 


companies under his control. 


The case presents questions involving trade-names and claimed 
unfair competition. The plaintiff complains against the Kellogg 
Toasted Corn Flake Company, Will K. Kellogg, a brother of Dr. 
Kellogg, and other defendant companies controlled by him, and 
John L. Kellogg, son of Will K. Kellogg, said Will K. Kellogg 
and John L. Kellogg being officers in control of defendant com- 
panies. 

An injunction is sought by plaintiffs to restrain the defendants 
from the use of the name Kellogg in connection with any business 
other than the business in toasted corn flakes (including biscuits ) 
within the United States, and also to restrain the claimed unwar- 
ranted use of the name “Kellogg” as a part of the corporate name 
of the defendants, Will K. Kellogg Cereal Company, the Kellogg 
Laboratories, Incorporated, and the Kellogg Candy Company, such 


companies having been organized subsequently to the incorporation 
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of the plaintiff, The Kellogg Food Company; also to restrain the 
use of the name “Kellogg” by Will K. Kellogg and John L. Kel- 
logg in such business; and also to restrain the threatened use of the 
secret formulae and processes of Dr. Kellogg; and also to account 
for the profits derived from the business, and also the damages. 

The defendants by their answer and cross-bill claim exclusive 
ownership of the trade-mark “Kellogg’s’” through prior user, 
through Dr. Kellogg’s participation in and profiting by the action 
of the Corn Flake Co. in adopting said trade-mark or name, through 
the action of the Sanitas Nut Food Co., Ltd., in dropping the Will 
K. Kellogg signature, and through the fact that, as the Kellogg 
Toasted Corn Flake Co. owns the trade-mark on some products, 
the plaintiffs can have no right to deceive the public by its use on 
other products. There was prayer for injunction and accounting. 
The hearing below was mainly on evidence taken in open court, 
largely documentary, and on depositions as to certain claimed con- 
fusion. The bill of complaint was dismissed. The cross-bill of 
defendants was substantially sustained and the relief sought, in 
the main, granted. The plaintiffs have appealed. The defendants 
have not appealed. It is important to keep in mind the fact 
that defendants have not appealed from the decree below, in view 
of certain claims of defendants that the decree should be broadened 
in their interest or favor. 

The decree below not only dismissed the bill of complaint, but 
it found and adjudicated that the defendant, Kellogg Toasted Corn 
llake Co., formerly known as Battle Creek Toasted Corn Flake 
Co, and also as Toasted Corn Flake Co., was, and, ever since May, 
1907, had been the sole and exclusive owner of the trade-mark or 
mark ““Kellogg’s’’ on prepared food products, and goods of a similar 
character, but that the plaintiff, Kellogg Food Company, on Feb- 
ruary 15, 1911, was permitted by the defendant, Kellogg Toasted 
Corn Flake Company, to use within the United States the name of 
Kellogg Food Company on flaked cereal foods, as the manufacturer 
of such goods, so long as said name should occupy space not exceed- 
ing three-quarters of an inch in height and be located at the bottom 


of the carton, with the word “Kellogg” in such name in the same 
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style and type and printed in the same colored ink, and no more 
conspicuous than the other words in said company name; and that 
said plaintiff, Kellogg Food Company, was further permitted to 
use within the United States the facsimile signature of John Harvey 
Kellogg on its flaked cereal food cartons, so long as it is of the 
same size and form as appearing on the Toasted Rice Flakes on 
February 15, 1911, and so long as it is used once only on each 
carton, and not on either face of the carton, but only on the side 
or end. 

It was further decreed that the use by the plaintiffs on the 
labels or containers of their goods or advertising matter of the 
word “Kellogg’s,” as part or all of the name or title, or designat- 
ing words of any food products, candies, health products, health 
beverages or the like, was, and from the beginning has been, in 
violation of the rights of the defendant, Kellogg Toasted Corn 
Flake Company. That the defendant, Kellogg Toasted Corn Flake 
Company, do have and recover from the plaintiffs, John Harvey 
Kellogg and the Kellogg Food Company, the profits, gains or 
advantages which the said plaintiffs or either of them have received, 
or. made, or which have arisen or accrued to them, or either of them 
from the infringement of said trade name “Kellogg’s,’ by the mak- 
ing and using or selling of any food products, candies, health 
products, health beverages, or the like, within the United States, 
having placed thereon, as part of the name or title, or designating 
words thereof, the said trade-name “Kellogg’s.” And that the 
defendant, Kellogg Toasted Corn Flake Company, do have and 
recover from said plaintiffs, the full amount of any damages suffered 
by the defendants, by reason of the infringing acts of the plaintiffs, 
within the United States, and reference was made to a commis- 
sioner to ascertain, and take, and state, and report to said court an 
account of the said matters. 


We have spent weeks in the examination of the immense 
record, the numerous exhibits, and the lengthy briefs in the case. 
It would be idle to attempt to set out in this opinion, even an 
abstract of the pleadings or evidence, within any reasonable limit. 
Without here reviewing the evidence at length it may be said that 
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it goes to prove that it was the defendant, the Kellogg Toasted 
Corn Flake Company, and its predecessors, that first adopted and 
established as a trade-name the word “Kellogg” or “Kellogg's”; 
and it is a necessary conclusion from the evidence that the com- 
mercial term “Kellogg,” as applied to food products, not only 
originated with said defendant company or its predecessors, but 
that it now belongs to said company, subject only to the rights 
obtained by two of the plaintiffs under the contract of February 15, 
1911, hereafter referred to. 

Upon a review of the entire case we are led to the conclusion 
that the claim of the plaintiffs, in their bill of complaint, has not 
been established; that they have not sustained the burden of proof, 
and that neither upon the law nor the facts are the plaintiffs 
entitled to the relief prayed for in their bill of complaint. In this 
court, the defendants, in their main brief, after quoting at large 
from Vol. 26, Ruling Case Law, 869-871, on the subject of the 
“Infringement of Trade-marks,” state their claims under their 
cross-bill as follows: 


“Appellees rely on four facts and four rules of law applicable thereto. 

“First Fact: Appellee, Corn Flake Co., first adopted, advertised and 
registered the trade-mark ‘Kellogg’s.’ 

“First Rule of Law: The trade-mark or trade-name is the property 
of those who made it valuable, and its use by others than those who 
earned a reputation thereunder would be a fraud upon the public. 

“Second Fact: Dr. Kellogg participated in, and made large profits 
and capital returns from the adoption, commercialization and wide advertis- 
ing of the trade-mark ‘Kellogg’s’ by appellee, Corn Flake Co. 

“Second Rule of Law: One who participates in and profits by the 
adoption of a trade-mark is estopped to injure or appropriate it. 

“Third Fact: Appellee Corn Flake Co. never at any time, by the 1911 
contract, or otherwise, transferred to Dr. Kellogg or his company any 
business or any right to use, infringe or trail on its registered trade-mark 
‘Kellogg’s, and appellants do not claim that any such right was ever 
granted to or settled upon them. 

“Third Rule of Law: A_ trade-mark cannot exist as an extrinsic 
thing and cannot be licensed apart from the business in which it is used. 
Appellee Corn Flake Co., even if it had desired to do so, could not have 
transferred, granted or otherwise alienated any right of Dr. Kellogg to 
defraud and deceive the public by trailing spurious products on its regis- 
tered trade-mark, and Dr. Kellogg had no such right as an extrinsic thing, 
and could grant no such right to the Kellogg Food Company. 

“Fourth Fact: Appellants are trailing their Kellogg’s Bran and other 
Kellogg’s products on the trade-mark, advertising, good-will, trade guar- 
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antees, selling helps, name and reputation of appellee Corn Flake Com- 
pany by deceiving and confusing the trade and public. 

“Fourth Rule of Law: Equity will not permit a rival manufacturer 
to trail his different products on the established trade-mark and reputation 
of another.” 


Counsel cite many cases upon the questions of trade-mark 
and unfair competition in support of their position. 

After a thorough examination of the case, and of the questions 
involved, as we are able to make, we find ourselves so much in 
accord with the opinion and findings of the learned Circuit Judge 
who heard the case at the Circuit, that we are disposed to adopt 
the same, and affirm the decree below. In his history of the case, 
and of the matters leading up to it, he presents so clearly and 
thoroughly the salient questions involved and decided that we can- 
not do better than quote therefrom. Among other things he said: 


“It appears from the record in this case that the Battle Creek Toasted 
Corn Flake Co., which was a predecessor of the Kellogg Toasted Corn 
Flake Co., was incorporated on the 19th day of February, 1906. For 
many years prior to this date Dr. John H. Kellogg and Will K. Kellogg, 
who are brothers, had been engaged in the manufacture and sale of various 
food articles. During the early years of their activities in these lines, the 
business was more or-less closely associated with and carried on in connec- 
tion with the Battle Creek Sanitarium. Dr. John H. Kellogg has been the 
superintendent and acknowledged head of this institution for upwards of 
forty years. He has made extensive studies and gained a wide repute as a 
dietitian; and it was his efforts along these lines which was the primary 
cause of these brothers developing and in a limited way marketing many 
so-called health food products. 

“On the 2ist day of January, 1899, Dr. Kellogg caused the organiza- 
tion of the Sanitas Nut Food Co., Ltd. He became the holder of all the 
stock in this association with the exception of two shares, one of which 
was held by W. K. Kellogg. At the time of the organization of this com- 
pany a contract was entered into between it and W. K. Kellogg and also 
a contract was entered into between Dr. Kellogg and W. K. Kellogg. By 
the terms of these contracts W. K. Kellogg became the general manager 
of the affairs of this company for a period of 20 years and in considera- 
tion thereof obtained the one-fourth interest in the profits of the business 
of said company. The food propositions in which these men were inter- 
ested were developed from time to time. Ultimately, one portion of the 
food became known as the Sanitarium line, while another portion, which 
was manufactured by the Sanitas Nut Food Co., Ltd., was known as the 
Sanitas line. This line of demarcation, however, seems to have been com- 
prehended only by those who were in close touch with the management of 
the food business of these parties. All of these foods (or at least for the 
most part) were placed upon the market under the trade name of ‘Sanitas.’ 
One portion of the foods manufactured by the Sanitas Nut Food Co., Ltd., 
was made from nuts; and somewhere about the year 1903, there was placed 
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on this line of products the expression, ‘None Genuine without the Signa- 
ture of Will K. Kellogg.” This was done by an arrangement which was 
mutually satisfactory to all parties concerned; but just why it was done 
does not very clearly appear from the records in this case. It does appear 
without dispute from the testimony that Dr. John H. Kellogg, at this time 
and for some years thereafter, insisted that his name should not be used 
in connection with the manufacture and sale of food products; giving as 
his reasons therefor that his standing as a physician would be impaired 
and he would be charged with unprofessional conduct if he allowed his 
name to be commercialized. In any event the name of Dr. John H. Kel- 
logg, as such, was never intentionally developed along commercial lines in 
connection with the affairs of the Sanitas Nut Food Co., Ltd. The only 
way in which the name ‘Kellogg’ appeared in direct connection with the 
commercial affairs of this company prior to 1902 or 1903 was by the use 
of the individual name Will K. Kellogg, and in the most part by the rather 
inconspicuous use of the facsimile signature of Will K. Kellogg upon the 
labels applied to the nut foods, as above indicated. At no time was this 
facsimile signature of Will K. Kellogg applied to the flaked cereal foods 
marketed by the Sanitas Nut Food Co., Ltd., prior to the development of 
the business of the Battle Creek Toasted Corn Flake Co. 

“In 1905, or early in 1906, it became evident that the Toasted Corn 
Flakes, which had been developed and marketed by the Sanitas Nut Food 
Co., Ltd., was very probably a success as a commercial product. On the 
22nd day of January, 1906, Dr. John H. Kellogg executed a proposition 
in writing (Exhibit C attached to defendants’ cross-bill) whereby he pro- 
posed for a specified consideration to transfer to a corporation to be 
organized the secret formulae and processes relative to and the exclusive 
right to manufacture and sell “Toasted Corn Flakes’ and ‘Toasted Corn 
Flake Biscuit, together with the general business and good-will incident 
thereto. On the 8th day of February, 1906, the proposition of Dr. Kellogg 
was duly accepted by Chas. D. Bolin and Will K. Kellogg. Thereafter 
and on the 19th day of February, 1906, the Battle Creek Toasted Corn 
Flake Co. was incorporated substantially in accordance with the provisions 
contained in the proposition above referred to; and on the 5th day of 
March, 1906, Dr. Kellogg executed a bill of sale (Exhibit E attached to 
cross-bill) which in effect carried out the terms of the propositions of sale 
theretofore made by Dr. Kellogg, limiting, however, the business to the 
United States—a provision which was not embodied in the original pro- 
posal, 

“The Battle Creek Toasted Corn Flake Co. immediately began to 
manufacture and sell Toasted Corn Flakes. The trade-name by which 
the product was known on the market was ‘Sanitas, the same as it had 
been known before the transfer of this portion of the business by the 
Sanitas Food Co., Ltd., through Dr. Kellogg’s contract. The only way in 
which the word Kellogg was used at this time in connection with the 
manufacture and sale of Toasted Corn Flakes was by using the expression 

‘None genuine without the signature of W. K. Kellogg. The product 
was marketed under the trade name ‘Sanitas’ until 1907. While the fac- 
simile signature ‘W. K. Kellogg’ was placed upon the cartons of the Battle 
Creek Toasted Corn Flake Co. practically at the beginning of its busi- 
ness, the food manufactured and sold by it was not known or designated 
under the trade name ‘Kellogg’ or ‘Kellogg’s’ until May or June, 1907. 
\t that time the name ‘Kellogg’ as a trade-name was conspicuously placed 
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upon the cartons of the Toasted Corn Flake Co. (to which the name of 
the Battle Creek Toasted Corn Flake Co. had been changed, May 16, 1907). 
And from that time on ‘Kellogg’ or ‘Kellogg’s’ was continuously and 
extensively used as a designating name of the Corn Flakes manufactured 
and sold by the Toasted Corn Flake Co. 

“If Dr. Kellogg expected to claim commercial rights from the prestige 
of tne name Kellogg which had arisen incident to the Battle Creek Sani- 
tarium and from the Doctor’s reputation as the head of that institution, 
it seems passing strange that he never attached his name to any of the 
various food products or to the advertising matter incident thereto 
in such a way as to identify him and his product with Dr. John H. 
Kellogg of the Battle Creek Sanitarium. In other words, the fact that 
Dr. Kellogg did not before 1908 identify himself as Dr. Kellogg with 
any of his commercial products is inconsistent with his present claim that 
the word ‘Kellogg’ as used incident to these manufactured products neces- 
sarily means ‘Dr. John H. Kellogg.’ In coming to this conclusion I have 
not overlooked the fact that in a very small way Dr. Kellogg’s name may 
have been published in France or Germany in connection with the manu- 
facture of certain food products. 

“The case at bar is not like the Sebastian Kneipp case (82 Fed. 321), 
because there, the Rev. Kneipp had not only gained notoriety in connection 
with a sanitarium and relative to his system of dietetics, his writing, etc.. 
but ‘the plaintiffs under his approval and supervision prepared and put on 
the market a malt coffee and obtained the right from him to use his name, 
portrait and signature. The word ‘Kneipp’ and his portrait and signature 
were registered in the United States and other countries. In other words, 
this case presents a situation where the man whose name was involved 
was not only famous as a dietition, etc., but a business was actually 
organized and developed around that name, even going so far as to register 
the name. 

“Letters by Dr. Kellogg, as well as other items of evidence in this 
case, show quite conclusively that the name Kellogg was commercialized 
not by Dr. Kellogg but in spite of him. Exhibit P-226 is a letter written 
by Dr. Kellogg on the 17th day of July, 1908, in which he stated, ‘while 
my reluctance to allow my name to be used in a commercial way is just 
as strong as it ever was, the fact that it has to all intent and purposes 
been so widely used, has finally led me to make up my mind io accept 
the situation and to in some way identify my name with all my food 
products as the only way by which they may be protected.’ Also in an- 
other letter, dated July 23, 1908 (Exhibit D-325), Dr. Kellogg stated 
relative to the use of ‘Kellogg’s’ by himself and his associates: ‘At the 
present time the action that has been taken by the Kellogg Food Co. has 
not gone far enough to work any mischief whatever to the Toasted Corn 
Flake Co. and might be recalled if circumstances justify such action.’ It 
should be borne in mind that this letter was written at a time when the 
Toasted Corn Flake Co. or its immediate predecessors had already spent 
millions of dollars in a consistent and persistent effort to commercialize 
the name ‘Kellogg’ and to make it a distinguishing name by which the 
products of that company should be known to the trade. 

“On this phase of the case it is worthy of note that in all of the 
negotiations, propositions or contracts (so far as the same appear in writ- 
ing), which refer to the sale of the product Toasted Corn Flakes, the 
word ‘Kellogg’ or ‘Kellogg’s’ as a trade-term or asset was not mentioned. 
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Nothing was said as to the vendor reserving the right to use these words 
on account of their commercial value, nor anything said by which the 
right to use the name was granted to the vendees, nor was such right 
denied to them. The trade-name features of these transactions seems to 
have been embodied in the word ‘Sanitas.’ If at that time the word ‘Kel- 
logg’s’ had any trade significance or value it seems certain to me that 
the rights which were granted or withheld relative thereto would have 
been specified or at least referred to in some way in the documents which 
were then being promulgated between these parties and having to do with 
rights of this very character. The bill of sale executed at the time by 
Dr. Kellogg, recites that said Toasted Corn Flakes were known under the 
trade-name ‘Sanitas.’ Surely if this comparatively new product of the 
Sanitas Co. was thus known to the trade, its older products which had been 
marketed for years under the trade-name ‘Sanitas’ must have also been 
known to the trade as ‘Sanitas, and if this is true it is evident that the 
products in the manufacturing and marketing of which Dr. Kellogg was 
interested were not at that time known to the trade as ‘Kellogg’s’.” 


* ~ * 


“It would be useless to enumerate here all of the things developed at 
the hearing of this case which go to prove quite conclusively that it was 
the Kellogg Toasted Corn Flake Co. and its predecessors that first 
adopted and established as a trade-name the word ‘Kellogg’ or ‘Kellogg’s,’ 
but I am convinced that this is a fact which has been established in this 
record beyond any reasonable question. 

“If, however, it is to be conceded that there is some question as to 
the priority of rights in this trade-name, still I am of the opinion that 
there is another phase of this controversy which may necessarily bring one 
to a conclusion adverse to the plaintiff's claim upon the theory that Dr. 
John H. Kellogg has conducted himself in such a way relative to the com- 
mercial use of this name by the Kellogg Toasted Corn Flake Co. that he 
is now estopped from assuming a contrary position; or to say the least 
he should be denied equitable relief of the character which he is now seek- 
ing for himself and his companies. 

“As bearing upon this phase of the case one cannot overlook the fact 
that at the time of the original sale of the Toasted Corn Flake interests, 
the Battle Creek Toasted Corn Flake Co. was organized with a capital 
stock of two hundred twenty-five thousand dollars ($225,000). Dr. Kel- 
logg became the owner of more than one-third of the stock and for a 
considerable time continued to have the largest holdings of any individual 
in this company. Immediately after its incorporation in 1906 this com- 
pany began to use the signature of W. K. Kellogg upon packages and 
has always continued to do so. While I am of the opinion that using 
this name in this way while the packages bore the name ‘Sanitas’ as a 
trade-name, would not vest in the company a commercial right in the 
name ‘Kellogg’; still it is quite evident that such a use of the name ‘Kel- 
logg’ by the newly organized company (in which Dr. Kellogg was a director 
and the largest stockholder) without protest by Dr. Kellogg ought at least 
to create in that company rights equal to any which could be claimed by 
the Sanitas Food Co., or Dr. Kellogg growing out of a similar use. 

“But following this use, and within a very few months, the word 
‘Sanitas’ was entirely supplanted by the word ‘Kellogg’s’ as a designating 
name of the products of the Toasted Corn Flake Co. Dr. Kellogg was an 
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officer of this company and still a very large stockholder at a time when 
the company was spending hundreds of thousands and perhaps millions 
of dollars in creating and strengthening its trade-rights in this name. Dr. 
Kellogg never made anything like a genuine protest in regard to such 
action on the part of this company. It will not do for him to claim that 
he was helpless in this regard; because, if he had the rights in this name 
at that time which he now claims, he had his remedy in the court which 
was equally as available to him at that time as it was when this suit was 
started. The record discloses that Dr. Kellogg was not unfamiliar with 
court proceedings of this character at that time, but on the contrary he 
knew that courts could and would protect such rights. 

“Instead of protesting as to this use and development of the name 
‘Kellogg’ by the Toasted Corn Flake Co., or instituting legal proceedings, 
Dr. Kellogg’s conduct was all to the contrary. On the 8th day of July, 
1908, Dr. Kellogg, as a director of the Toasted Corn Flake Co., offered a 
resolution relative to starting certain litigation, the purpose of which was 
to protect and preserve in that company, the right to use the name ‘Kel- 
logg’ as a trade-name. In September of that same year he offered a 
resolution whereby the authorized capital stock of the Toasted Corn Flake 
Co. was increased to a million dollars and a stock dividend was declared 
in which Dr. Kellogg participated to the extent of many thousands of 
dollars. This stock as well as all of his other holdings in the Toasted 
Corn Flake Co. was disposed of by Dr. Kellogg; and from such sales he 
realized upwards of a quarter of a million dollars. By this litigation Dr. 
Kellogg seeks to take from the purchasers of his stock and the other 
defendants herein practically all of the benefits which have accrued to them 
from the course of conduct in which Dr. Kellogg acquiesced and which 
made it possible for him to reap large benefits by disposing of his stock 
in the manner indicated. 

“To me it seems so plain as to need no argument, that Dr. Kellogg’s 
conduct in the particulars just above recited, has been such that after he 
has wholly disposed of his own interests in the Toasted Corn Flake Co., 
he cannot be heard to say that he is entitled to equitable relief to the 
extent and character sought in this case, regardless of who, in some limited 
way, may have had the prior commercial rights in the name ‘Kellogg.’ 

“It may be a question if what is between the lines in the case does 
not convince one that the first use of the signature W. K. Kellogg was an 
attempt by all parties concerned to get the benefit of Dr. Kellogg’s reputa- 
tion as a dietitian and as the well-known head of the Battle Creek Sani- 
tarium, but at the same time avoid actually using his name so as to save 
Dr. Kellogg from a charge of unprofessional conduct. But even if that 
is true the conduct of Dr. Kellogg above recited should now estop 
him from claiming that he developed the trade-name ‘Kellogg’ and has 
the primary rights therein. 

“The consideration of the case thus far has been principally on 
the basis of matters as they had developed on or before the 18th day of 
July, 1908, at which time the business of Dr. Kellogg and his associates 
was transferred to a newly incorporated company which bore the name 
‘Kellogg Food Co. On the 17th day of December following, this name 
was changed to ‘The Kellogg Food Co.’ It is the claim of the plaintiffs 
that this new organization was created under this name for the purpose 
of enabling them to secure and preserve to themselves the commercial 
rights which they claim to have had in the name ‘Kellogg.’ Among other 





. 
: 
- 


a eae 


Py 


Trees 


oa 


wy 





a ntanne a 


JOHN HARVEY KELLOGG V. KELLOGG TOASTED CORN FLAKE CO, 29 


things, this new company placed upon the market Toasted Rice Flakes; 
and the containers in which this product was sold (after some changes) 
bore the name ‘Kellogg’ as a distinguishing feature. Evidently in an effort 
te meet this situation the Toasted Corn Flake Co., on the 16th day of 
May, 1909, changed its name to ‘Kellogg Toasted Corn Flake Co.’ Con- 
fusion in trade naturally resulted and in 1910 the Kellogg Toasted Corn 
Flake Co. instituted a suit against the Kellogg Food Co., et al., whereby 
it was sought to adjudicate the conflicting trade-rights of the parties. 
While this suit was pending the parties entered into a contract on the 
15th day of February, 1911, and the construction to be given this contract 
is a matter of controversy in this suit. However, what has been heretofore 
said in this finding practically disposes of this question. In other words, 
it is a necessary conclusion arising from the testimony in this case, in my 


judgment, that the commercial term ‘Kellogg’ as applied to food products 


originated with the Kellogg Toasted Corn Flake Co., or its predecessors, 
and now belongs to the Kellogg Toasted Corn Flake Co., subject only to 
the rights obtained by two of the plaintiffs under the contract of February 
15, 1911. 

(The contract of February 15, 1911, will be found in the margin.)' 

“It seems to me that the construction of this contract contended for 
by the plaintiffs is entirely unwarranted in view of the wording of the 
contract and the circumstances under which it was executed; and such a 
construction would greatly broaden the scope of this contract which was 
prepared under the supervision of able counsel who is not at all in accord 
with the plaintiffs in this case as to what this contract was intended to do. 
In the litigation which was then pending and which was to be terminated 
by this contract, the parties on each side claimed to be the originators of 
the word ‘Kellogg’ as a trade-name and each claims the exclusive right 
thereto. If it had been the intent of either party by this instrument to 
concede that the other party would have such rights, it would have been 
easily and plainly so stated; and it could have been and probably would 
have been set forth that the other party in his use of such trade-name was 
a mere licensee. The construction that this agreement should receive is 
that it was a commendable effort on the part of these brothers to dispose 
of the pending litigation in which each, as just stated, was claiming the 
exclusive right to the name ‘Kellogg’ as a trade-name used in connection 
with cereal foods. Concessions were made by each. The Kellogg Toasted 
Corn Flake Co. conceded the right to Dr. Kellogg to use the name in the 
restricted manner specified in the contract; and other than this the 
unrestricted use was conceded to the Kellogg Toasted Corn Flake Co.., 
which paid Dr. Kellogg ten thousand dollars ($10,000) for this concession, 
and the suit was thereupon dismissed without costs to either parties. 
That this was the intent of all parties was clearly shown by their immediate 
subsequent conduct in their business affairs. And further, even before, 
the suit was instituted, as is stated in plaintiffs’ reply brief—‘it will, be 
remembered that at that time (1908, 1909 and 1910) the directors of the 
Kellogg Toasted Corn Flake Co. were meeting at frequent intervals and 
passing resolutions to pay Dr. Kellogg anywhere from ten thousand 
($10,000) to fifty thousand ($50,000) dollars for exclusive rights in his 
name’; and this and the suit brought to settle the same questions resulted 
in the agreement of February 15, 1911. 


*See page 33. 
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“In their briefs filed plaintiffs’ counsel have taken the position that 
the recent decision in the Court of Appeals of the District of Columbia 
is an adjudication establishing the correctness of their contention as to 
the construction which would be placed upon this contract. I do not so 
understand the decision rendered, but, on the other hand, it appears to me 
to be simply a determination that the papers filed by the opposers in 
the trade-mark opposition proceedings in the Patent Office are sufficient in 
form. In any event I am of the opinion that under the facts and circum- 
stances shown in this record, the plaintiffs have not established their claim 
as to the correctness of the construction sought to be given to this contract 
by them. 

“In addition to the foregoing finding, it will be only necessary to 
briefly call attention to some particular phases of the case.” 


% 


We agree with the Circuit Judge in his findings upon the 
subjects of Secret Processes and Formulas; Surgical Devices, ete. ; 
Foreign Trade; Bran; Cero-Vita; Candy; Drinket, ete., and 
Deception in Trade, but owing to their length do not insert them 
here. The opinion concludes as follows: 


“It follows from the findings already made that the plaintiffs are not 
entitled to the relief sought in the bill of complaint and same should be 
dismissed with costs to be taxed. The defendants may take a decree 
granting them relief in accordance with these findings; and it would 
follow that they are entitled to an accounting. However, this litigation 
is of such a character that I think the accounting should be withheld until 
an opportunity has been had to secure a final adjudication of the main 
case; and also that the injunctive relief to which the defendants are 
entitled should be held in abeyance for a sufficient time after settling the 
decree to enable the plaintiffs to perfect an appeal, and in the event of 
an appeal until such time as a determination is made by the Supreme 
Court.” 


It is the claim of appellants that the contract of February 
15, 1911, was a settlement of all controversies to that date, and 
that it contains matters by inference which it does not state in detail. 

The Kellogg Toasted Corn Flake Co. insists that it never 
intended to, and did not, by said contract convey to appellants any 
rights whatever to use the trade-mark “Kellogg’s” as a distinguish- 
ing name in the United States or any foreign country. The 
“situation” at that date has been clearly stated by the Circuit 
Judge in his opinion. The contract of February 15, 1911, should 


be construed so as to effectuate the intent of the parties when it 


was made. To ascertain the intent of the parties a contract should 





j 


-_ — 6 - epee er 


a 

















JOHN HARVEY KELLOGG V. KELLOGG TOASTED CORN FLAKE CO, 31 


be construed in the light of the circumstances existing at the time 


it was made. 


Ferris v. Wilcox, 51 Mich. 105; 

Kunzie v. Nibbelink, 199 Mich. 308-314; 

Ardis v. Railway, 200 Mich. 400-411; 

Michigan Crown Fender Co. v. Welch, 211 Mich. 149-161. 

In the last cited case this court said: 

“The language employed, subject-matter, and surrounding circum 
stances under which the parties entered into the agreement, are all proper 
subjects for consideration as aids in determining their intent and mutual 
understanding.” 

Applying the above rule it should be borne in mind that the 
defendant, Kellogg Corn Flake Company, and its immediate pred- 
ecessors had already spent a large sum of money in a consistent 
and persistent effort to commercialize the name “Kellogg,” and to 
make it a distinguishing name, by which the product of that com- 
pany should be known to the trade. That right was not surrendered 
by the contract. It did not transfer to Dr. Kellogg, or The Kel- 
logg Food Company, its business, or any right to use its registered 
trade-mark “Kellogg’s,” and no such inference can be drawn from 
the agreement. Said agreement by defining certain rights, and 
by excluding or failing to define other rights, shows that the parties 
were unable to agree on the rights outside of those that were 
specified and settled. 

The defendant, Kellogg Toasted Corn Flake Company, urges, 
we think, with much force, that neither by the contract of February 
15, 1911, nor by any other act has it given the plaintiffs or any of 
them any right of trailing their products, under the trade-mark 
“Kellogg’s,” and that defendants could not have done so had they 
wanted to, as such a trade-mark license is void and unlawful. 

Creamery Co. v. Ice Cream Co., 187 Mich. 312. 

Referring to the opposition proceedings in Washington, the 
record presents a question of pleading only. 

In the Patent Office the Kellogg Food Company and Dr. Kel- 
logg filed opposition to the application of the Kellogg Toasted Corn 


Flake Company for the registration of the trade-mark signature 
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‘‘Kellogg’s.”” The attorney for the Kellogg Toasted Corn Flake 
Co. was of the opinion that the allegations in the opposition were 
too vague and indefinite to constitute issues for the trial. A motion 
was filed in the Patent Office to dismiss the opposition on the ground 
principally that it failed clearly to allege that the food products 
of the opposers were distinguished as Kellogg’s foods, at a date 
prior to the first adoption and use of the name “Kellogg’s’’ by the 
applicant. 

It appears that opposition proceedings in the Patent Office 
are conducted under U. S. Equity Rules, and this motion to dismiss 
was filed under Equity Rule 29. The Examiner of Interferences 
sustained the motion to dismiss the opposition. The opposers 
then appealed to the Assistant Commissioner of Patents. After an 
amendment of the opposition the Assistant Commissioner sustained 
the motion to dismiss, thereby holding in effect that the opposition, 
even after being amended, did not properly and definitely state a 
case sufficient to go to trial. The opposers then appealed to the 
Court of Appeals of the District of Columbia, and that court 
reversed the decisions below. The gist of the Court of Appeals’ 
decision is in the following statement quoted from that opinion: 


“It is clearly averred that the opposer’s products of the same general 


descriptive properties were known as ‘Kellogg’s Foods’ before applicants’ 


entry into the field.” 


The motion to dismiss, having been overruled, the applicant 
has filed in the Patent Office an answer to the opposition, and testi- 
mony in opposition, and on behalf of applicant will later be taken. 
Proceedings have been stayed until the instant case has been 
decided. Thus it appears that the question has not been disposed 
of on its merits. 

As to the claim of the defendants that the decree below 
should be enlarged and broadened in their interest, it is sufficient 
to say that on appeal from a decree in chancery, no modification 
or change will be made in favor of a party who does not appeal. 

Herpel v. Herpel, 162 Mich. 606; 

Proctor vy. Robinson, 35 Mich. 284 and note. 
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The decree below is affirmed with costs to the defendants. 


“MEMORANDUM OF AGREEMENT made this fifteenth day of 
February, 1911, between JOHN HARVEY KELLOGG, THE KELLOGG 
FOOD COMPANY, and the KELLOGG TOASTED RICE FLAKE AND 
BISCUIT COMPANY, all of Battle Creek, Michigan, of the first part, 
and the KELLOGG TOASTED CORN FLAKE COMPANY, of the same 
place, of the second part. 


First 


“The parties of the first part, and each of them covenant and agree 
to and with the party of the second part that they will not from and 
after thirty days from this date, use the word ‘Kellogg’ as a part of the 
name or title or designating words of any flaked cereal foods, made or! 
sold by them, or any of them. Flaked cereal food to include biscuits made 
from flaked cereals. This covenant shall cover such use not only on con- 
tainers but in advertising matter, circulars and all other uses of the 
name in the trade or business of making or selling such flaked cereal 
foods. 

“It is understood that on cartons or containers of such food the 
parties of the first part may continue to use the name ‘Kellogg Food 
Company,’ or the name ‘The Kellogg Toasted Rice Flake and Biscuit Com- 
pany, as a manufacturer of such food, but it is covenanted and agreed 
that the name of the company so putting out such food shall occupy 
space on the carton not exceeding three-fourths of an inch in height, and 
it the bottom of the carton, and that the word ‘Kellogg’ in such name 
is to be in the same type and style, printed in the same colored ink, and 
to be no more conspicuous than the other words in the name of the com- 
pany. 

“It is understood and agreed that the facsimile signature of John 
Harvey Kellogg as now appearing on the end of the cartons of Toasted 
tice Flakes, may be used, but the parties of the first part covenant and 
agree that such facsimile signature shall not be of a larger size than 
that now appearing on the Toasted Rice Flake carton and that it shall 
appear once only on each carton and not on either face of the carton, but 
only on the side or end. The above restrictions relating to the use of 
the name ‘Kellogg’ refer to such use in the United States only. 


Second 


“The matter of furnishing by the second party to the Kellogg Food 
Company of the toasted corn flakes as provided in the proposition made 
by John Harvey Kellogg of the Battle Creek Toasted Corn Flake Com- 
pany, dated the 24th of February, 1906, wherein it is provided that said 
Battle Creek Toasted Corn Flake Company ‘is to furnish the Sanitas 
Nut Food Company, Limited, of Battle Creek, with sufficient quantity of 
said food products at five per cent above the cost of production, with 
which to supply its trade to consumers only.’ 

“The said ‘The Kellogg Food Company’ representing itself to be the 
successor in interest of the Sanitas Nut Food Company, Limited, and 
entitled to the benefits, if any, thereof, it is agreed: 
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“The second party shall furnish such toasted corn flakes for consumers 
trade, only in containers to be furnished by the Kellogg Food Company, 
which containers shall not bear the word ‘Kellogg’ in any form or con- 
nection and which containers shall not resemble in style or appearance the 
containers used by the second party for toasted corn flakes as furnished 
to their regular trade. 

“Second party will give the Kellogg Food Company plates they have 
for printing cartons with the name ‘Sanitas Corn Flakes.’ 

“As the Kellogg Food Company claims that the change in the style 
of the containers to be used for toasted corn flakes, so to be used for 
their consumers trade, may diminish their trade, the second party hereby 
guarantees them against any loss resulting. To determine whether there 
is such a loss, the business of the Kellogg Food Company in such toasted 
corn flakes for consumers trade for the year ending July 31, 1910, shail 
be taken to represent the average business done, and yearly after the 
second party begins to furnish such toasted corn flakes in such containers 
to be furnished by the Kellogg Food Company, an adjustment shall be 
had, and the second party will pay any damage oe from decrease 
in the business over that for the year ending July 31, 1910, and this guar- 
antee shall continue for the period of fifteen years Such corn flakes 
for consumers trade shall be furnished by the second party at cost of 
production, plus five per cent. Any and all claim for damages on account 
of not having furnished toasted corn flakes for such consumers trade 
are hereby waived and relinquished. But the party of the second part 
agrees to reimburse the parties of the first part for the loss sustained 
by them for being obliged to buy in the open market. The amount of 
loss to be determined by the number of cases purchased during the six 
months preceding the beginning of the suit. 


Third 


“The parties of the first part covenant they will not nor shall either 
of them make toasted corn flakes within the United States, and they 
shall not, nor shall either of them, put out toasted corn flakes in con- 
tainers resembling in general appearance those used by the second party. 
The second party agrees to make toasted corn flakes for the export 
trade of John Harvey Kellogg at actual cost, plus twenty-five cents per 
case of thirty-six packages of substantially the size now used; the con- 
tainers therefor to be furnished by said John Harvey Kellogg, provided: 

“(a) The second party shall not be required hereunder to furnish 
more than two hundred and fifty cases per day. 

“(b) The second party shall not be required to put said flakes in 


other than ordinary paper cartons and shall not be required to use paraffine 


or other special arrangement for the protection of such flakes for ship- 
ment. 

“c(e) Such corn flakes so furnished for export trade shall be so dis- 
posed of as to insure their not coming into the market in the United 
States. 

“(d) In case the said party of the second part shall fail to fur- 
nish said flakes as above specified the party of the first part shall be at 
liberty to manufacture the same in the United States for export only. 
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Fourth 


“The first parties and each of them hereby covenant and agree not 
to divulge to others any formula for the manufacture of flaked cereal 
foods, except: 

“(a) As the same is divulged to their own employees, with an agree- 
ment with the employees not to divulge the same, or— 

“(b) As the same is divulged in connection with the actual sale of 
the good-will of the business of manufacturing some specific food other 
than corn flakes, and then only on the express agreement with the vendee, 
that such formula shall be used only in the manufacture of such specified 
food. 


Fifth 


“The certain suit now pending in the Circuit Court for the County of 
Calhoun, in Chancery, wherein the second party is complainant and the 
first parties are defendants, together with the cross-suit or bill, wherein 
the first parties are cross-complainants and the second party and Will K. 
Kellogg are cross-defendants, shall be dismissed without costs to either 
party. 


Sixth 


“In consideration hereof the second parties pay to the parties of the 
first part TEN THOUSAND DOLLARS, receipt of which is acknowledged. 


Seventh 


“This agreement shall bind and be for the benefit of the parties 
hereto, and their respective heirs, representatives, successors or assigns.” 
(Duly signed by the respective parties.) 


CitizeENs’ WHOLESALE Suppty Co. v. GotpEN RULE 
(180 Northwestern Rep. 95) 


Supreme Court of Minnesota 
December 3, 1920 


rADE-MaArKsS AND TrapE-NAames—Ricut To Ust—Prioriry—Retatep Goops 
Scope or Protectrios 

Right to use a trade-mark is acquired, not by registration but by 

first adoption, and the right of priority therein extends to all goods 

in the general class in respect to which it was first used, although the 
question as to whether certain goods are within such class depends on 
the nature of the business in which the mark is employed. Where 
the proprietor of a department store was the first to use the words 
“Golden Rule” as a trade-mark on goods ordinarily sold in such 
stores, he has a right to extend its use to groceries, as such goods 
are reasonably within the scope of the business of a department store. 


=P 
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Appeal from a judgment in favor of defendant in an action for 
injunction. Affirmed. 


Henderson & De Courcy, of St. Paul, Minnesota, for appellant. 
C.D. & R. D. O’Brien, of St. Paul, Minnesota, for respondent. 


Haruam, J.: In 1886, Wm. H. Elsinger, Joseph Elsinger, 
and Jacob Dittenhofer formed a partnership, and under the part- 
nership and trade-name of the “Golden Rule” conducted a retail 
department store in St. Paul. In 1896, they registered in the 
office of the secretary of state their trade-mark, which embodied 
the name “Golden Rule.’”’ In 1905, these persons formed a cor- 
poration under the name “The Golden Rule” and transferred their 
partnership business and trade-mark and name to the corporation. 
During the years from 1886 to the present, the partnership and 
corporation, successively, have used said trade-mark in the advertise- 
ment and sale of their merchandise, and under that name have built 
up a large trade in the various articles sold in department stores. 

In 1915 defendant added a grocery department to its various 
other lines, and since that time has sold groceries, including canned 
goods and goods put up in packages, and has sold these articles 
under the trade-name and mark of the “Golden Rule.” 

Plaintiff is an Ohio corporation engaged in the manufacture 
and sale of groceries, put up and sold in cans and packages, and 
in 1911 it registered with the secretary of state of Minnesota a 
trade-mark which embraced the words “Golden Rule,” and since 
that time it has sold its products in St. Paul and other parts of 
Minnesota. Plaintiff now seeks to enjoin defendant from selling 
articles bearing the name “Golden Rule” which may be similar in 
character to those sold by plaintiff. The trial court denied plaintiff 
any relief, and plaintiff appeals. 

In our opinion the trial court should be sustained. Defendant 
and its predecessor in interest used the trade-name “Golden Rule,” 
and used the same name in its trade-mark long before the advent 
of plaintiff’s goods into the Minnesota field. 

The right to a trade-mark or trade-name is determined, not 
by registration, but by priority of adoption and use. A merchant 
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who employs his trade-mark in connection with a particular class 
of goods acquires priority of right to use it in connection with that 
class of goods. Priority of right is, however, limited to use upon 
that particular class of goods. Another person may apply the 
same mark to goods of a different class. 38 Cyc. 694. 

For example, the first use of a trade-mark upon a brand of 
canned fruits and vegetables gave no priority of use upon packed 
salmon. George v. Smith (C. C.) 52 Fed. 830. 

The use of the word “royal” in connection with a brand of 
mustard gave no right to its use to designate a flavoring extract. 
Royal Baking Powder Co. v. Sherrill, 59 How. Prac. 17. 

Once acquired, as appertaining to a general class of products, 
the right of priority extends to all goods of the same general 
class, even to goods not previously manufactured or sold. The 
question whether certain goods are within the general class depends 
in some measure on the nature of the business in which the mark 
or name is used. Where the business of the manufacturer or mer- 
chant is general, the use of the mark may cover a considerable 
variety of articles. 38 Cyc. 685. 

In Collins Co. v. Ames (C. C.) 18 Fed. 561, plaintiff had the 
right to make all articles of metal, but had only made edged tools, 
including hatchets, picks, mattocks and hoes. It had not manu- 
factured shovels. Defendant manufactured shovels, and stamped 
them with the same trade-mark, and introduced them into a market 
in which plaintiff's goods were much in demand. It was held that 
plaintiff's priority of right of use of the mark extended to shovels. 

In Eastman Co. v. Kodak Cycle Co., 15 Rep. Pat. Cas. 105, 
complainant was a manufacturer of cameras under the name of 
“Kodak.” Defendant, under the name of “Kodak Cycle Company,” 
began the manufacture of bicycles, calling them ‘““Kodak’’ cycles. 
Complainant was held entitled to an injunction to restrain the use 
of the word “Kodak.” The court said to allow such use by 
defendant “would be to allow this company to cause confusion 


* * and would cause 


between it and the plaintiff company 
the defendant company to be recognized by the public as being 


connected with it.” 
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In Dunlop Pneumatic Tire Co. v. Dunlop Lubricant Co., 16 
Rep. Pat. Cas. 12, it appeared that the word “Dunlop” was first 
used by complainant’s predecessors to designate goods manufac- 
tured by them, namely, bicycle tires, rims, pumps, and other acces- 
sories. Defendant started in business as the “Dunlop Lubricant 
Company” and dealt in oils and lubricants for bicycles, which he 
sold in packages bearing the word “Dunlop” in large letters. This 
use of the word “Dunlop” was enjoined, though complainant had 
never dealt in oils or lubricants. 

In Florence Manufacturing Co. v. J. C. Dowd & Co., 178 Fed. 
73, 101 C. C. A. 565 [1 T. M. Rep. 289], it was held that a manu- 
facturer of hair brushes under the trade-mark “Keepclean,’ who 
did not make tooth brushes, is entitled to be protected against one 
who manufactures tooth brushes under the trade-mark ‘“‘Sta-Kleen.”’ 

In Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407, 159 
C. C. A. 461, L. R. A. 1918C, 1039 (8 T. M. Rep. 163), it was 
held that a trade-mark adopted for use on pancake flour cannot 
be used by another person for a different, but correlated, article, 
such as syrup or sugar cream. 

In this case, defendant’s trade-mark and name was used in 
connection with the manufacture and sale of all goods sold by it 
in its department store. Defendant was protected in its use, not 
only in connection with goods previously sold, but also in its 
application to all goods coming within the scope of the activities 
of a department store. We are of the opinion that, when it took 
on its line of groceries, it took on a line reasonably incident to 
the conduct of a department store and that it was within its rights 
in using its trade-mark and name in connection with sales made in 
this department and that plaintiff’s claim of priority must fail. 

Affirmed. 
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Tue Autt & Wisore Co. v. JAENECKE AvuLT Co. 


Court of Appeals of the District of Columbia 


December 6, 1920 


TravE-Marks—CANCELLATION. 

An order of the Commissioner of Patents directing the cancella- 
tion of the registration by appellant of the trade-mark “Surprise” is 
affirmed on evidence of adoption and continued use by the appellee, 
or its predecessor in business, prior to such registration. 

Appeal from a decision of the Commissioner of Patents. 


Affirmed. See 9 T. M. Rep., p. 519. 


Percy H. Moore, of Washington, D. C., for appellant. 
M. C. Lyddauer, of New York City, for appellee. 


Van Orspet, J.: Appellee, Jaenecke Ault Company, peti- 
tioned the Commissioner of Patents to cancel the trade-mark of 
appellant, The Ault & Wiborg Company, consisting of the word 
“Surprise” as a trade-mark for printing ink. From an order 
sustaining the petition and directing the cancellation of the mark, 
this appeal was taken. 

Registrant relied upon its registration date, August 1, 1911, 
contending that appellee had failed to establish any use of its 
mark in interstate commerce prior to that date. It is urged that 
the most the testimony establishes as to trade-mark use by appellee 
company is that ink bearing the mark “Surprise” was shipped by it 
from its factory at Newark, N. J., to its branch office at Chicago, 
Ill. Of course, the mere shipment of goods bearing the mark 
from the factory to a distributing branch in another state would 
not constitute the use of the mark in interstate commerce within 
the Trade-Mark Act. 

While none of the persons to whom goods were alleged to 
have been shipped by appellee company have been produced, which 
is ordinarily regarded as the most convincing proof of the use 
of a mark in commerce, the evidence, we think, establishes the adop- 
tion of the mark by appellee company, or its predecessor in busi- 
ness, about 1906 or 1907. The books of the company show orders 
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for Surprise ink and shipments made to various parties as early 
as January, 1910. Labels were introduced which were shown to 
have been used in 1909. 

We agree with the Commissioner that appellee has established 
the use of the mark in question prior to appellant’s date of regis- 
tration or the date of use alleged in its application. 

The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law re- 
quired. 


Affirmed. 





In rE WILLIAM SCHLUDERBERG & Son 
Court of Appeals of the District of Columbia 


December 6, 1920 


‘Trape-Marks—Conriict—“Hicuiann” anp “HicHitanp Branp.” 

Where appellee had registered the words “Highland Brand” and 
the representation of a Highlander as a trade-mark for canned meats, 
the registration of the word “Highland” in respect of ham, corned beef 
and cooked shoulders was properly refused. 

Appeal from a decision of the Commissioner of Patents refus- 
ing registration. Affirmed. 

John A. Saul, of Washington, D. C., for appellant. 

T. A. Hostetter, of Washington, D. C., for the Commissioner 


of Patents. 


Ross, J.: This is an appeal from a decision of the Patent 
Office refusing to register the word “Highland” as a trade-mark 
for ham, corned beef and cooked shoulders. 

It appearing that Matthews & Co. have registered and long 
used, as a trade-mark in connection with the sale of canned meats, 


the representation of a Highlander and the words “Highland 


Brand,” the decision must be affirmed, for it is obvious that con- 
fusion would be likely to result should registration be accorded 
appellant’s mark. 


Affirmed. 











